
349 

PRACTICE BEFORE THE PATENT 
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AUTHORITY: 5 U.S.C. 500, 15 U.S.C. 1123; 35 
U.S.C. 2(b)(2), 31, 32, 41. 

SOURCE: 50 FR 5172, Feb. 6, 1985, unless oth-
erwise noted. 

§ 10.1 Definitions. 

This part governs solely the practice 
of patent, trademark, and other law be-
fore the Patent and Trademark Office. 
Nothing in this part shall be construed 
to preempt the authority of each State 
to regulate the practice of law, except 
to the extent necessary for the Patent 
and Trademark Office to accomplish 
its Federal objectives. Unless otherwise 
clear from the context, the following 
definitions apply to this part: 

(a) Affidavit means affidavit, declara-
tion under 35 U.S.C. 25 (see §§ 1.68 and 
2.20 of this subchapter), or statutory 
declaration under 28 U.S.C. 1746. 
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(b) Application includes an applica-
tion for a design, plant, or utility pat-
ent, an application to reissue any pat-
ent, and an application to register a 
trademark. 

(c) Attorney or lawyer means an indi-
vidual who is a member in good stand-
ing of the bar of any United States 
court or the highest court of any State. 
A ‘‘non-lawyer’’ is a person who is not 
an attorney or lawyer. 

(d) Canon is defined in § 10.20(a). 
(e) Confidence is defined in § 10.57(a). 
(f) Differing interests include every in-

terest that may adversely affect either 
the judgment or the loyalty of a practi-
tioner to a client, whether it be a con-
flicting, inconsistent, diverse, or other 
interest. 

(g) Director means the Director of En-
rollment and Discipline. 

(h) Disciplinary Rule is defined in 
§ 10.20(b). 

(i) Employee of a tribunal includes all 
employees of courts, the Office, and 
other adjudicatory bodies. 

(j) Giving information within the 
meaning of § 10.23(c)(2) includes making 
(1) a written statement or representa-
tion or (2) an oral statement or rep-
resentation. 

(k) Law firm includes a professional 
legal corporation or a partnership. 

(l) Legal counsel means practitioner. 
(m) Legal profession includes the indi-

viduals who are lawfully engaged in 
practice of patent, trademark, and 
other law before the Office. 

(n) Legal service means any legal serv-
ice which may lawfully be performed 
by a practitioner before the Office. 

(o) Legal System includes the Office 
and courts and adjudicatory bodies 
which review matters on which the Of-
fice has acted. 

(p) Office means Patent and Trade-
mark Office. 

(q) Person includes a corporation, an 
association, a trust, a partnership, and 
any other organization or legal entity. 

(r) Practitioner means (1) an attorney 
or agent registered to practice before 
the Office in patent cases or (2) an indi-
vidual authorized under 5 U.S.C. 500(b) 
or otherwise as provided by this sub-
chapter, to practice before the Office in 
trademark cases or other non-patent 
cases. A ‘‘suspended or excluded practi-

tioner’’ is a practitioner who is sus-
pended or excluded under § 10.156. A 
‘‘non-practitioner’’ is an individual 
who is not a practitioner. 

(s) A proceeding before the Office in-
cludes an application, a reexamination, 
a protest, a public use proceeding, a 
patent interference, an inter partes 
trademark proceeding, or any other 
proceeding which is pending before the 
Office. 

(t) Professional legal corporation 
means a corporation authorized by law 
to practice law for profit. 

(u) Registration means registration to 
practice before the Office in patent 
cases. 

(v) Respondent is defined in 
§ 10.134(a)(1). 

(w) Secret is defined in § 10.57(a). 
(x) Solicit is defined in § 10.33. 
(y) State includes the District of Co-

lumbia, Puerto Rico, and other Federal 
territories and possessions. 

(z) Tribunal includes courts, the Of-
fice, and other adjudicatory bodies. 

(aa) United States means the United 
States of America, its territories and 
possessions. 

§§ 10.2–10.10 [Reserved] 

§ 10.11 Removing names from the reg-
ister. 

A letter may be addressed to any in-
dividual on the register, at the address 
of which separate notice was last re-
ceived by the Director, for the purpose 
of ascertaining whether such individual 
desires to remain on the register. The 
name of any individual failing to reply 
and give any information requested by 
the Director within a time limit speci-
fied will be removed from the register 
and the names of individuals so re-
moved will be published in theOfficial 
Gazette. The name of any individual so 
removed may be reinstated on the reg-
ister as may be appropriate and upon 
payment of the fee set forth in 
§ 1.21(a)(3) of this subchapter. 

[69 FR 35452, June 24, 2004] 
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§§ 10.12–10.19 [Reserved] 

PATENT AND TRADEMARK OFFICE CODE 
OF PROFESSIONAL RESPONSIBILITY 

§ 10.20 Canons and Disciplinary Rules. 

(a) Canons are set out in §§ 10.21, 10.30, 
10.46, 10.56, 10.61, 10.76, 10.83, 10.100, and 
10.110. Canons are statements of axio-
matic norms, expressing in general 
terms the standards of professional 
conduct expected of practitioners in 
their relationships with the public, 
with the legal system, and with the 
legal profession. 

(b) Disciplinary Rules are set out in 
§§ 10.22–10.24, 10.31–10.40, 10.47–10.57, 
10.62–10.68, 10.77, 10.78, 10.84, 10.85, 10.87– 
10.89, 10.92, 10.93, 10.101–10.103, 10.111, 
and 10.112. Disciplinary Rules are man-
datory in character and state the min-
imum level of conduct below which no 
practitioner can fall without being sub-
jected to disciplinary action. 

§ 10.21 Canon 1. 

A practitioner should assist in main-
taining the integrity and competence 
of the legal profession. 

§ 10.22 Maintaining integrity and com-
petence of the legal profession. 

(a) A practitioner is subject to dis-
cipline if the practitioner has made a 
materially false statement in, or if the 
practitioner has deliberately failed to 
disclose a material fact requested in 
connection with, the practitioner’s ap-
plication for registration or member-
ship in the bar of any United States 
court or any State court or his or her 
authority to otherwise practice before 
the Office in trademark and other non- 
patent cases. 

(b) A practitioner shall not further 
the application for registration or 
membership in the bar of any United 
States court, State court, or adminis-
trative agency of another person 
known by the practitioner to be un-
qualified in respect to character, edu-
cation, or other relevant attribute. 

§ 10.23 Misconduct. 

(a) A practitioner shall not engage in 
disreputable or gross misconduct. 

(b) A practitioner shall not: 
(1) Violate a Disciplinary Rule. 

(2) Circumvent a Disciplinary Rule 
through actions of another. 

(3) Engage in illegal conduct involv-
ing moral turpitude. 

(4) Engage in conduct involving dis-
honesty, fraud, deceit, or misrepresen-
tation. 

(5) Engage in conduct that is preju-
dicial to the administration of justice. 

(6) Engage in any other conduct that 
adversely reflects on the practitioner’s 
fitness to practice before the Office. 

(c) Conduct which constitutes a vio-
lation of paragraphs (a) and (b) of this 
section includes, but is not limited to: 

(1) Conviction of a criminal offense 
involving moral turpitude, dishonesty, 
or breach of trust. 

(2) Knowingly giving false or mis-
leading information or knowingly par-
ticipating in a material way in giving 
false or misleading information, to: 

(i) A client in connection with any 
immediate, prospective, or pending 
business before the Office. 

(ii) The Office or any employee of the 
Office. 

(3) Misappropriation of, or failure to 
properly or timely remit, funds re-
ceived by a practitioner or the practi-
tioner’s firm from a client to pay a fee 
which the client is required by law to 
pay to the Office. 

(4) Directly or indirectly improperly 
influencing, attempting to improperly 
influence, offering or agreeing to im-
properly influence, or attempting to 
offer or agree to improperly influence 
an official action of any employee of 
the Office by: 

(i) Use of threats, false accusations, 
duress, or coercion, 

(ii) An offer of any special induce-
ment or promise of advantage, or 

(iii) Improperly bestowing of any 
gift, favor, or thing of value. 

(5) Suspension or disbarment from 
practice as an attorney or agent on 
ethical grounds by any duly con-
stituted authority of a State or the 
United States or, in the case of a prac-
titioner who resides in a foreign coun-
try or is registered under § 11.6(c), by 
any duly constituted authority of: 

(i) A State, 
(ii) The United States, or 
(iii) The country in which the practi-

tioner resides. 
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(6) Knowingly aiding or abetting a 
practitioner suspended or excluded 
from practice before the Office in en-
gaging in unauthorized practice before 
the Office under § 11.58. 

(7) Knowingly withholding from the 
Office information identifying a patent 
or patent application of another from 
which one or more claims have been 
copied. See § 41.202(a)(1) of this title. 

(8) Failing to inform a client or 
former client or failing to timely no-
tify the Office of an inability to notify 
a client or former client of correspond-
ence received from the Office or the cli-
ent’s or former client’s opponent in an 
inter partes proceeding before the Office 
when the correspondence (i) could have 
a significant effect on a matter pend-
ing before the Office, (ii) is received by 
the practitioner on behalf of a client or 
former client and (iii) is correspond-
ence of which a reasonable practitioner 
would believe under the circumstances 
the client or former client should be 
notified. 

(9) Knowingly misusing a ‘‘Certifi-
cate of Mailing or Transmission’’ under 
§ 1.8 of this chapter. 

(10) Knowingly violating or causing 
to be violated the requirements of § 1.56 
or § 1.555 of this subchapter. 

(11) Except as permitted by § 1.52(c) of 
this chapter, knowingly filing or caus-
ing to be filed an application con-
taining any material alteration made 
in the application papers after the 
signing of the accompanying oath or 
declaration without identifying the al-
teration at the time of filing the appli-
cation papers. 

(12) Knowingly filing, or causing to 
be filed, a frivolous complaint alleging 
a violation by a practitioner of the 
Patent and Trademark Office Code of 
Professional Responsibility. 

(13) Knowingly preparing or pros-
ecuting or providing assistance in the 
preparation or prosecution of a patent 
application in violation of an under-
taking signed under § 11.10(b). 

(14) Knowingly failing to advise the 
Director in writing of any change 
which would preclude continued reg-
istration under § 11.6. 

(15) Signing a paper filed in the Office 
in violation of the provisions of § 11.18 
or making a scandalous or indecent 
statement in a paper filed in the Office. 

(16) Willfully refusing to reveal or re-
port knowledge or evidence to the Di-
rector contrary to § 10.24 or § 11.22(b). 

(17) Representing before the Office in 
a patent case either a joint venture 
comprising an inventor and an inven-
tion developer or an inventor referred 
to the registered practitioner by an in-
vention developer when (i) the reg-
istered practitioner knows, or has been 
advised by the Office, that a formal 
complaint filed by a Federal or State 
agency, based on any violation of any 
law relating to securities, unfair meth-
ods of competition, unfair or deceptive 
acts or practices, mail fraud, or other 
civil or criminal conduct, is pending 
before a Federal or State court or Fed-
eral or State agency, or has been re-
solved unfavorably by such court or 
agency, against the invention devel-
oper in connection with invention de-
velopment services and (ii) the reg-
istered practitioner fails to fully advise 
the inventor of the existence of the 
pending complaint or unfavorable reso-
lution thereof prior to undertaking or 
continuing representation of the joint 
venture or inventor. ‘‘Invention devel-
oper’’ means any person, and any 
agent, employee, officer, partner, or 
independent contractor thereof, who is 
not a registered practitioner and who 
advertises invention development serv-
ices in media of general circulation or 
who enters into contracts for invention 
development services with customers 
as a result of such advertisement. ‘‘In-
vention development services’’ means 
acts of invention development required 
or promised to be performed, or actu-
ally performed, or both, by an inven-
tion developer for a customer. ‘‘Inven-
tion development’’ means the evalua-
tion, perfection, marketing, brokering, 
or promotion of an invention on behalf 
of a customer by an invention devel-
oper, including a patent search, prepa-
ration of a patent application, or any 
other act done by an invention devel-
oper for consideration toward the end 
of procuring or attempting to procure a 
license, buyer, or patent for an inven-
tion. ‘‘Customer’’ means any individual 
who has made an invention and who 
enters into a contract for invention de-
velopment services with an invention 
developer with respect to the invention 
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by which the inventor becomes obli-
gated to pay the invention developer 
less than $5,000 (not to include any ad-
ditional sums which the invention de-
veloper is to receive as a result of suc-
cessful development of the invention). 
‘‘Contract for invention development 
services’’ means a contract for inven-
tion development services with an in-
vention developer with respect to an 
invention made by a customer by 
which the inventor becomes obligated 
to pay the invention developer less 
than $5,000 (not to include any addi-
tional sums which the invention devel-
oper is to receive as a result of success-
ful development of the invention). 

(18) In the absence of information 
sufficient to establish a reasonable be-
lief that fraud or inequitable conduct 
has occurred, alleging before a tribunal 
that anyone has committed a fraud on 
the Office or engaged in inequitable 
conduct in a proceeding before the Of-
fice. 

(19) Action by an employee of the Of-
fice contrary to the provisions set 
forth in § 11.10(d). 

(20) Knowing practice by a Govern-
ment employee contrary to applicable 
Federal conflict of interest laws, or 
regulations of the Department, agency 
or commission employing said indi-
vidual. 

(d) A practitioner who acts with 
reckless indifference to whether a rep-
resentation is true or false is charge-
able with knowledge of its falsity. De-
ceitful statements of half-truths or 
concealment of material facts shall be 
deemed actual fraud within the mean-
ing of this part. 

[50 FR 5172, Feb. 6, 1985; 50 FR 25073, June 17, 
1985; 50 FR 25980, June 24, 1985, as amended at 
53 FR 38950, Oct. 4, 1988; 53 FR 41278, Oct. 20, 
1988; 57 FR 2036, Jan. 17, 1992; 58 FR 54504, 
Oct. 22, 1993; 61 FR 56448, Nov. 1, 1996; 62 FR 
53206, Oct. 10, 1997; 65 FR 54683, Sept. 8, 2000; 
69 FR 50003, Aug. 12, 2004; 73 FR 59514, Oct. 9, 
2008] 

§ 10.24 Disclosure of information to au-
thorities. 

(a) A practitioner possessing 
unprivileged knowledge of a violation 
of a Disciplinary Rule shall report such 
knowledge to the Director. 

(b) A practitioner possessing 
unprivileged knowledge or evidence 
concerning another practitioner, em-

ployee of the Office, or a judge shall re-
veal fully such knowledge or evidence 
upon proper request of a tribunal or 
other authority empowered to inves-
tigate or act upon the conduct of prac-
titioners, employees of the Office, or 
judges. 

(Approved by the Office of Management and 
Budget under control number 0651–0017) 

§§ 10.25–10.29 [Reserved] 

§ 10.30 Canon 2. 

A practitioner should assist the legal 
profession in fulfilling its duty to make 
legal counsel available. 

§ 10.31 Communications concerning a 
practitioner’s services. 

(a) No practitioner shall with respect 
to any prospective business before the 
Office, by word, circular, letter, or ad-
vertising, with intent to defraud in any 
manner, deceive, mislead, or threaten 
any prospective applicant or other per-
son having immediate or prospective 
business before the Office. 

(b) A practitioner may not use the 
name of a Member of either House of 
Congress or of an individual in the 
service of the United States in adver-
tising the practitioner’s practice before 
the Office. 

(c) Unless authorized under § 11.14(b), 
a non-lawyer practitioner shall not 
hold himself or herself out as author-
ized to practice before the Office in 
trademark cases. 

(d) Unless a practitioner is an attor-
ney, the practitioner shall not hold 
himself or herself out: 

(1) To be an attorney or lawyer or 
(2) As authorized to practice before 

the Office in non-patent and trademark 
cases. 

[50 FR 5172, Feb. 6, 1985, as amended at 73 FR 
59514, Oct. 9, 2008] 

§ 10.32 Advertising. 

(a) Subject to § 10.31, a practitioner 
may advertise services through public 
media, including a telephone directory, 
legal directory, newspaper, or other pe-
riodical, radio, or television, or 
through written communications not 
involving solicitation as defined by 
§ 10.33. 
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(b) A practitioner shall not give any-
thing of value to a person for recom-
mending the practitioner’s services, ex-
cept that a practitioner may pay the 
reasonable cost of advertising or writ-
ten communication permitted by this 
section and may pay the usual charges 
of a not-for-profit lawyer referral serv-
ice or other legal service organization. 

(c) Any communication made pursu-
ant to this section shall include the 
name of at least one practitioner re-
sponsible for its content. 

§ 10.33 Direct contact with prospective 
clients. 

A practitioner may not solicit profes-
sional employment from a prospective 
client with whom the practitioner has 
no family or prior professional rela-
tionship, by mail, in-person or other-
wise, when a significant motive for the 
practitioner’s doing so is the practi-
tioner’s pecuniary gain under cir-
cumstances evidencing undue influ-
ence, intimidation, or overreaching. 
The term ‘‘solicit’’ includes contact in 
person, by telephone or telegraph, by 
letter or other writing, or by other 
communication directed to a specific 
recipient, but does not include letters 
addressed or advertising circulars dis-
tributed generally to persons not spe-
cifically known to need legal services 
of the kind provided by the practi-
tioner in a particular matter, but who 
are so situated that they might in gen-
eral find such services useful. 

§ 10.34 Communication of fields of 
practice. 

A registered practitioner may state 
or imply that the practitioner is a spe-
cialist as follows: 

(a) A registered practitioner who is 
an attorney may use the designation 
‘‘Patents,’’ ‘‘Patent Attorney,’’ ‘‘Pat-
ent Lawyer,’’ ‘‘Registered Patent At-
torney,’’ or a substantially similar des-
ignation. 

(b) A registered practitioner who is 
not an attorney may use the designa-
tion ‘‘Patents,’’ ‘‘Patent Agent,’’ 
‘‘Registered Patent Agent,’’ or a sub-
stantially similar designation, except 
that any practitioner who was reg-
istered prior to November 15, 1938, may 
refer to himself or herself as a ‘‘patent 
attorney.’’ 

§ 10.35 Firm names and letterheads. 
(a) A practitioner shall not use a firm 

name, letterhead, or other professional 
designation that violates § 10.31. A 
trade name may be used by a practi-
tioner in private practice if it does not 
imply a current connection with a gov-
ernment agency or with a public or 
charitable legal services organization 
and is not otherwise in violation of 
§ 10.31. 

(b) Practitioners may state or imply 
that they practice in a partnership or 
other organization only when that is 
the fact. 

§ 10.36 Fees for legal services. 
(a) A practitioner shall not enter into 

an agreement for, charge, or collect an 
illegal or clearly excessive fee. 

(b) A fee is clearly excessive when, 
after a review of the facts, a practi-
tioner of ordinary prudence would be 
left with a definite and firm conviction 
that the fee is in excess of a reasonable 
fee. Factors to be considered as guides 
in determining the reasonableness of a 
fee include the following: 

(1) The time and labor required, the 
novelty and difficulty of the questions 
involved, and the skill requisite to per-
form the legal service properly. 

(2) The likelihood, if apparent to the 
client, that the acceptance of the par-
ticular employment will preclude other 
employment by the practitioner. 

(3) The fee customarily charged for 
similar legal services. 

(4) The amount involved and the re-
sults obtained. 

(5) The time limitations imposed by 
the client or by the circumstances. 

(6) The nature and length of the pro-
fessional relationship with the client. 

(7) The experience, reputation, and 
ability of the practitioner or practi-
tioners performing the services. 

(8) Whether the fee is fixed or contin-
gent. 

§ 10.37 Division of fees among practi-
tioners. 

(a) A practitioner shall not divide a 
fee for legal services with another 
practitioner who is not a partner in or 
associate of the practitioner’s law firm 
or law office, unless: 

(1) The client consents to employ-
ment of the other practitioner after a 
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full disclosure that a division of fees 
will be made. 

(2) The division is made in proportion 
to the services performed and responsi-
bility assumed by each. 

(3) The total fee of the practitioners 
does not clearly exceed reasonable 
compensation for all legal services ren-
dered to the client. 

(b) This section does not prohibit 
payment to a former partner or asso-
ciate pursuant to a separation or re-
tirement agreement. 

§ 10.38 Agreements restricting the 
practice of a practitioner. 

(a) A practitioner shall not be a 
party to or participate in a partnership 
or employment agreement with an-
other practitioner that restricts the 
right of a practitioner to practice be-
fore the Office after the termination of 
a relationship created by the agree-
ment, except as a condition to payment 
of retirement benefits. 

(b) In connection with the settlement 
of a controversy or suit, a practitioner 
shall not enter into an agreement that 
restricts the practitioner’s right to 
practice before the Office. 

§ 10.39 Acceptance of employment. 
A practitioner shall not accept em-

ployment on behalf of a person if the 
practitioner knows or it is obvious that 
such person wishes to: 

(a) Bring a legal action, commence a 
proceeding before the Office, conduct a 
defense, assert a position in any pro-
ceeding pending before the Office, or 
otherwise have steps taken for the per-
son, merely for the purpose of 
harassing or maliciously injuring any 
other person. 

(b) Present a claim or defense in liti-
gation or any proceeding before the Of-
fice that is not warranted under exist-
ing law, unless it can be supported by 
good faith argument for an extension, 
modification, or reversal of existing 
law. 

§ 10.40 Withdrawal from employment, 
(a) A practitioner shall not withdraw 

from employment in a proceeding be-
fore the Office without permission 
from the Office (see §§ 1.36 and 2.19 of 
this subchapter). In any event, a prac-
titioner shall not withdraw from em-

ployment until the practitioner has 
taken reasonable steps to avoid fore-
seeable prejudice to the rights of the 
client, including giving due notice to 
his or her client, allowing time for em-
ployment of another practitioner, de-
livering to the client all papers and 
property to which the client is enti-
tled, and complying with applicable 
laws and rules. A practitioner who 
withdraws from employment shall re-
fund promptly any part of a fee paid in 
advance that has not been earned. 

(b) Mandatory withdrawal. A practi-
tioner representing a client before the 
Office shall withdraw from employ-
ment if: 

(1) The practitioner knows or it is ob-
vious that the client is bringing a legal 
action, commencing a proceeding be-
fore the Office, conducting a defense, 
or asserting a position in litigation or 
any proceeding pending before the Of-
fice, or is otherwise having steps taken 
for the client, merely for the purpose of 
harassing or maliciously injuring any 
person; 

(2) The practitoner knows or it is ob-
vious that the practitoner’s continued 
employment will result in violation of 
a Disciplinary Rule; 

(3) The practitioner’s mental or phys-
ical condition renders it unreasonably 
difficult for the practitioner to carry 
out the employment effectively; or 

(4) The practitioner is discharged by 
the client. 

(c) Permissive withdrawal. If para-
graph (b) of this section is not applica-
ble, a practitioner may not request per-
mission to withdraw in matters pend-
ing before the Office unless such re-
quest or such withdrawal is because: 

(1) The petitioner’s client: 
(i) Insists upon presenting a claim or 

defense that is not warranted under ex-
isting law and cannot be supported by 
good faith argument for an extension, 
modification, or reversal of existing 
law; 

(ii) Personally seeks to pursue an il-
legal course of conduct; 

(iii) Insists that the practitioner pur-
sue a course of conduct that is illegal 
or that is prohibited under a Discipli-
nary Rule; 
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(iv) By other conduct renders it un-
reasonably difficult for the practi-
tioner to carry out the employment ef-
fectively; 

(v) Insists, in a matter not pending 
before a tribunal, that the practitioner 
engage in conduct that is contrary to 
the judgment and advice of the practi-
tioner but not prohibited under the 
Disciplinary Rule; or 

(vi) Has failed to pay one or more 
bills rendered by the practitioner for 
an unreasonable period of time or has 
failed to honor an agreement to pay a 
retainer in advance of the performance 
of legal services. 

(2) The practitioner’s continued em-
ployment is likely to result in a viola-
tion of a Disciplinary Rule; 

(3) The practitioner’s inability to 
work with co-counsel indicates that 
the best interests of the client likely 
will be served by withdrawal; 

(4) The practitioner’s mental or phys-
ical condition renders it difficult for 
the practitioner to carry out the em-
ployment effectively; 

(5) The practitioner’s client know-
ingly and freely assents to termination 
of the employment; or 

(6) The practitioner believes in good 
faith, in a proceeding pending before 
the Office, that the Office will find the 
existence of other good cause for with-
drawal. 

§§ 10.41–10.45 [Reserved] 

§ 10.46 Canon 3. 
A practitioner should assist in pre-

venting the unauthorized practice of 
law. 

§ 10.47 Aiding unauthorized practice 
of law. 

(a) A practitioner shall not aid a non- 
practitioner in the unauthorized prac-
tice of law before the Office. 

(b) A practitioner shall not aid a sus-
pended or excluded practitioner in the 
practice of law before the Office. 

(c) A practitioner shall not aid a non- 
lawyer in the unauthorized practice of 
law. 

§ 10.48 Sharing legal fees. 
A practitioner or a firm of practi-

tioners shall not share legal fees with a 
non-practitioner except that: 

(a) An agreement by a practitioner 
with the practitioner’s firm, partner, 
or associate may provide for the pay-
ment of money, over a reasonable pe-
riod of time after the practitioner’s 
death, to the practitioner’s estate or to 
one or more specified persons. 

(b) A practitioner who undertakes to 
complete unfinished legal business of a 
deceased practitioner may pay to the 
estate of the deceased practitioner that 
proportion of the total compensation 
which fairly represents the services 
rendered by the deceased practitioner. 

(c) A practitioner or firm of practi-
tioners may include non-practitioner 
employees in a compensation or retire-
ment plan, even though the plan is 
based in whole or in part on a profit- 
sharing arrangement, providing such 
plan does not circumvent another Dis-
ciplinary Rule. 

[50 FR 5172, Feb. 6, 1985, as amended at 58 FR 
54511, Oct. 22, 1993] 

§ 10.49 Forming a partnership with a 
non-practitioner. 

A practitioner shall not form a part-
nership with a non-practitioner if any 
of the activities of the partnership con-
sist of the practice of patent, trade-
mark, or other law before the Office. 

§§ 10.50–10.55 [Reserved] 

§ 10.56 Canon 4. 

A practitioner should preserve the 
confidences and secrets of a client. 

§ 10.57 Preservation of confidences 
and secrets of a client. 

(a) ‘‘Confidence’’ refers to informa-
tion protected by the attorney-client 
or agent-client privilege under applica-
ble law. ‘‘Secret’’ refers to other infor-
mation gained in the professional rela-
tionship that the client has requested 
be held inviolate or the disclosure of 
which would be embarrassing or would 
be likely to be detrimental to the cli-
ent. 

(b) Except when permitted under 
paragraph (c) of this section, a practi-
tioner shall not knowingly: 

(1) Reveal a confidence or secret of a 
client. 

(2) Use a confidence or secret of a cli-
ent to the disadvantage of the client. 
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(3) Use a confidence or secret of a cli-
ent for the advantage of the practi-
tioner or of a third person, unless the 
client consents after full disclosure. 

(c) A practitioner may reveal: 
(1) Confidences or secrets with the 

consent of the client affected but only 
after a full disclosure to the client. 

(2) Confidences or secrets when per-
mitted under Disciplinary Rules or re-
quired by law or court order. 

(3) The intention of a client to com-
mit a crime and the information nec-
essary to prevent the crime. 

(4) Confidences or secrets necessary 
to establish or collect the practi-
tioner’s fee or to defend the practi-
tioner or the practitioner’s employees 
or associates against an accusation of 
wrongful conduct. 

(d) A practitioner shall exercise rea-
sonable care to prevent the practi-
tioner’s employees, associates, and oth-
ers whose services are utilized by the 
practitioner from disclosing or using 
confidences or secrets of a client, ex-
cept that a practitioner may reveal the 
information allowed by paragraph (c) 
of this section through an employee. 

§§ 10.58–10.60 [Reserved] 

§ 10.61 Canon 5. 
A practitioner should exercise inde-

pendent professional judgment on be-
half of a client. 

§ 10.62 Refusing employment when the 
interest of the practitioner may im-
pair the practitioner’s independent 
professional judgment. 

(a) Except with the consent of a cli-
ent after full disclosure, a practitioner 
shall not accept employment if the ex-
ercise of the practitioner’s professional 
judgment on behalf of the client will be 
or reasonably may be affected by the 
practitioner’s own financial, business, 
property, or personal interests. 

(b) A practitioner shall not accept 
employment in a proceeding before the 
Office if the practitioner knows or it is 
obvious that the practitioner or an-
other practitioner in the practitioner’s 
firm ought to sign an affidavit to be 
filed in the Office or be called as a wit-
ness, except that the practitioner may 
undertake the employment and the 
practitioner or another practitioner in 
the practitioner’s firm may testify: 

(1) If the testimony will relate solely 
to an uncontested matter. 

(2) If the testimony will relate solely 
to a matter of formality and there is 
no reason to believe that substantial 
evidence will be offered in opposition 
to the testimony. 

(3) If the testimony will relate solely 
to the nature and value of legal serv-
ices rendered in the case by the practi-
tioner or the practitioner’s firm to the 
client. 

(4) As to any matter, if refusal would 
work a substantial hardship on the cli-
ent because of the distinctive value of 
the practitioner or the practitioner’s 
firm as counsel in the particular case. 

§ 10.63 Withdrawal when the practi-
tioner becomes a witness. 

(a) If, after undertaking employment 
in a proceeding in the Office, a practi-
tioner learns or it is obvious that the 
practitioner or another practitioner in 
the practitioner’s firm ought to sign an 
affidavit to be filed in the Office or be 
called as a witness on behalf of a prac-
titioner’s client, the practitioner shall 
withdraw from the conduct of the pro-
ceeding and the practitioner’s firm, if 
any, shall not continue representation 
in the proceeding, except that the prac-
titioner may continue the representa-
tion and the practitioner or another 
practitioner in the practitioner’s firm 
may testify in the circumstances enu-
merated in paragraphs (1) through (4) 
of § 10.62(b). 

(b) If, after undertaking employment 
in a proceeding before the Office, a 
practitioner learns or it is obvious that 
the practitioner or another practi-
tioner in the practitioner’s firm may 
be asked to sign an affidavit to be filed 
in the Office or be called as a witness 
other than on behalf of the practi-
tioner’s client, the practitioner may 
continue the representation until it is 
apparent that the practitioner’s affi-
davit or testimony is or may be preju-
dicial to the practitioner’s client. 

§ 10.64 Avoiding acquisition of interest 
in litigation or proceeding before 
the Office. 

(a) A practitioner shall not acquire a 
proprietary interest in the subject 
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matter of a proceeding before the Of-
fice which the practitioner is con-
ducting for a client, except that the 
practitioner may: 

(1) Acquire a lien granted by law to 
secure the practitioner’s fee or ex-
penses; or 

(2) Contract with a client for a rea-
sonable contingent fee; or 

(3) In a patent case, take an interest 
in the patent as part or all of his or her 
fee. 

(b) While representing a client in 
connection with a contemplated or 
pending proceeding before the Office, a 
practitioner shall not advance or guar-
antee financial assistance to a client, 
except that a practitioner may advance 
or guarantee the expenses of going for-
ward in a proceeding before the Office 
including fees required by law to be 
paid to the Office, expenses of inves-
tigation, expenses of medical examina-
tion, and costs of obtaining and pre-
senting evidence, provided the client 
remains ultimately liable for such ex-
penses. A practitioner may, however, 
advance any fee required to prevent or 
remedy an abandonment of a client’s 
application by reason of an act or 
omission attributable to the practi-
tioner and not to the client, whether or 
not the client is ultimately liable for 
such fee. 

§ 10.65 Limiting business relations 
with a client. 

A practitioner shall not enter into a 
business transaction with a client if 
they have differing interests therein 
and if the client expects the practi-
tioner to exercise professional judg-
ment therein for the protection of the 
client, unless the client has consented 
after full disclosure. 

§ 10.66 Refusing to accept or continue 
employment if the interests of an-
other client may impair the inde-
pendent professional judgment of 
the practitioner. 

(a) A practitioner shall decline prof-
fered employment if the exercise of the 
practitioner’s independent professional 
judgment in behalf of a client will be 
or is likely to be adversely affected by 
the acceptance of the proffered employ-
ment, or if it would be likely to involve 
the practitioner in representing dif-
fering interests, except to the extent 

permitted under paragraph (c) of this 
section. 

(b) A practitioner shall not continue 
multiple employment if the exercise of 
the practitioner’s independent profes-
sional judgment in behalf of a client 
will be or is likely to be adversely af-
fected by the practitoner’s representa-
tion of another client, or if it would be 
likely to involve the practitioner in 
representing differing interests, except 
to the extent permitted under para-
graph (c) of this section. 

(c) In the situations covered by para-
graphs (a) and (b) of this section a 
practitioner may represent multiple 
clients if it is obvious that the practi-
tioner can adequately represent the in-
terest of each and if each consents to 
the representation after full disclosure 
of the possible effect of such represen-
tation on the exercise of the practi-
tioner’s independent professional judg-
ment on behalf of each. 

(d) If a practitioner is required to de-
cline employment or to withdraw from 
employment under a Disciplinary Rule, 
no partner, or associate, or any other 
practitioner affiliated with the practi-
tioner or the practitioner’s firm, may 
accept or continue such employment 
unless otherwise ordered by the Direc-
tor or Commissioner. 

§ 10.67 Settling similar claims of cli-
ents. 

A practitioner who represents two or 
more clients shall not make or partici-
pate in the making of an aggregate set-
tlement of the claims of or against the 
practitioner’s clients, unless each cli-
ent has consented to the settlement 
after being advised of the existence and 
nature of all the claims involved in the 
proposed settlement, of the total 
amount of the settlement, and of the 
participation of each person in the set-
tlement. 

§ 10.68 Avoiding influence by others 
than the client. 

(a) Except with the consent of the 
practitioner’s client after full disclo-
sure, a practitioner shall not: 

(1) Accept compensation from one 
other than the practitioner’s client for 
the practitioner’s legal services to or 
for the client. 
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(2) Accept from one other than the 
practitioner’s client any thing of value 
related to the practitioner’s represen-
tation of or the practitioner’s employ-
ment by the client. 

(b) A practitioner shall not permit a 
person who recommends, employs, or 
pays the practitioner to render legal 
services for another, to direct or regu-
late the practitioner’s professional 
judgment in rendering such legal serv-
ices. 

(c) A practitioner shall not practice 
with or in the form of a professional 
corporation or association authorized 
to practice law for a profit, if a non- 
practitioner has the right to direct or 
control the professional judgment of a 
practitioner. 

§§ 10.69–10.75 [Reserved] 

§ 10.76 Canon 6. 
A practitioner should represent a cli-

ent competently. 

§ 10.77 Failing to act competently. 
A practitioner shall not: 
(a) Handle a legal matter which the 

practitioner knows or should know 
that the practitioner is not competent 
to handle, without associating with the 
practitioner another practitioner who 
is competent to handle it. 

(b) Handle a legal matter without 
preparation adequate in the cir-
cumstances. 

(c) Neglect a legal matter entrusted 
to the practitioner. 

§ 10.78 Limiting liability to client. 
A practitioner shall not attempt to 

exonerate himself or herself from, or 
limit his or her liability to, a client for 
his or her personal malpractice. 

§§ 10.79–10.82 [Reserved] 

§ 10.83 Canon 7. 
A practitioner should represent a cli-

ent zealously within the bounds of the 
law. 

§ 10.84 Representing a client zealously. 
(a) A practitioner shall not inten-

tionally: 
(1) Fail to seek the lawful objectives 

of a client through reasonably avail-
able means permitted by law and the 

Disciplinary Rules, except as provided 
by paragraph (b) of this section. A 
practitioner does not violate the provi-
sions of this section, however, by ac-
ceding to reasonable requests of oppos-
ing counsel which do not prejudice the 
rights of the client, by being punctual 
in fulfilling all professional commit-
ments, by avoiding offensive tactics, or 
by treating with courtesy and consider-
ation all persons involved in the legal 
process. 

(2) Fail to carry out a contract of em-
ployment entered into with a client for 
professional services, but a practi-
tioner may withdraw as permitted 
under §§ 10.40, 10.63, and 10.66. 

(3) Prejudice or damage a client dur-
ing the course of a professional rela-
tionship, except as required under this 
part. 

(b) In representation of a client, a 
practitioner may: 

(1) Where permissible, exercise pro-
fessional judgment to waive or fail to 
assert a right or position of the client. 

(2) Refuse to aid or participate in 
conduct that the practitioner believes 
to be unlawful, even though there is 
some support for an argument that the 
conduct is legal. 

§ 10.85 Representing a client within 
the bounds of the law. 

(a) In representation of a client, a 
practitioner shall not: 

(1) Initiate or defend any proceeding 
before the Office, assert a position, 
conduct a defense, delay a trial or pro-
ceeding before the Office, or take other 
action on behalf of the practitioner’s 
client when the practitioner knows or 
when it is obvious that such action 
would serve merely to harass or mali-
ciously injure another. 

(2) Knowingly advance a claim or de-
fense that is unwarranted under exist-
ing law, except that a practitioner may 
advance such claim or defense if it can 
be supported by good faith argument 
for an extension, modification, or re-
versal of existing law. 

(3) Conceal or knowingly fail to dis-
close that which the practitioner is re-
quired by law to reveal. 

(4) Knowingly use perjured testimony 
or false evidence. 

(5) Knowingly make a false state-
ment of law or fact. 
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(6) Participate in the creation or 
preservation of evidence when the 
practitioner knows or it is obvious that 
the evidence is false. 

(7) Counsel or assist a client in con-
duct that the practitioner knows to be 
illegal or fraudulent. 

(8) Knowingly engage in other illegal 
conduct or conduct contrary to a Dis-
ciplinary Rule. 

(b) A practitioner who receives infor-
mation clearly establishing that: 

(1) A client has, in the course of the 
representation, perpetrated a fraud 
upon a person or tribunal shall prompt-
ly call upon the client to rectify the 
same, and if the client refuses or is un-
able to do so the practitioner shall re-
veal the fraud to the affected person or 
tribunal. 

(2) A person other than a client has 
perpetrated a fraud upon a tribunal 
shall promptly reveal the fraud to the 
tribunal. 

§ 10.86 [Reserved] 

§ 10.87 Communicating with one of ad-
verse interest. 

During the course of representation 
of a client, a practitioner shall not: 

(a) Communicate or cause another to 
communicate on the subject of the rep-
resentation with a party the practi-
tioner knows to be represented by an-
other practitioner in that matter un-
less the practitioner has the prior con-
sent of the other practitioner rep-
resenting such other party or is au-
thorized by law to do so. It is not im-
proper, however, for a practitioner to 
encourage a client to meet with an op-
posing party for settlement discus-
sions. 

(b) Give advice to a person who is not 
represented by a practitioner other 
than the advice to secure counsel, if 
the interests of such person are or have 
a reasonable possibility of being in 
conflict with the interests of the prac-
titioner’s client. 

§ 10.88 Threatening criminal prosecu-
tion. 

A practitioner shall not present, par-
ticipate in presenting, or threaten to 
present criminal charges solely to ob-
tain an advantage in any prospective 

or pending proceeding before the Of-
fice. 

§ 10.89 Conduct in proceedings. 

(a) A practitioner shall not disregard 
or advise a client to disregard any pro-
vision of this Subchapter or a decision 
of the Office made in the course of a 
proceeding before the Office, but the 
practitioner may take appropriate 
steps in good faith to test the validity 
of such provision or decision. 

(b) In presenting a matter to the Of-
fice, a practitioner shall disclose: 

(1) Controlling legal authority known 
to the practitioner to be directly ad-
verse to the position of the client and 
which is not disclosed by opposing 
counsel or an employee of the Office. 

(2) Unless privileged or irrelevant, 
the identities of the client the practi-
tioner represents and of the persons 
who employed the practitioner. 

(c) In appearing in a professional ca-
pacity before a tribunal, a practitioner 
shall not: 

(1) State or allude to any matter that 
the practitioner has no reasonable 
basis to believe is relevant to the case 
or that will not be supported by admis-
sible evidence. 

(2) Ask any question that the practi-
tioner has no reasonable basis to be-
lieve is relevant to the case and that is 
intended to degrade a witness or other 
person. 

(3) Assert the practitioner’s personal 
knowledge of the facts in issue, except 
when testifying as a witness. 

(4) Assert the practitioner’s personal 
opinion as to the justness of a cause, as 
to the credibility of a witness, as to the 
culpability of a civil litigant, or as to 
the guilt or innocence of an accused; 
but the practitioner may argue, on the 
practitioner’s analysis of the evidence, 
for any position or conclusion with re-
spect to the matters stated herein. 

(5) Engage in undignified or discour-
teous conduct before the Office (see 
§ 1.3 of the subchapter). 

(6) Intentionally or habitually vio-
late any provision of this subchapter or 
established rule of evidence. 
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§§ 10.90–10.91 [Reserved] 

§ 10.92 Contact with witnesses. 

(a) A practitioner shall not suppress 
any evidence that the practitioner or 
the practitioner’s client has a legal ob-
ligation to reveal or produce. 

(b) A practitioner shall not advise or 
cause a person to be secreted or to 
leave the jurisdiction of a tribunal for 
the purpose of making the person un-
available as a witness therein. 

(c) A practitioner shall not pay, offer 
to pay, or acquiesce in the payment of 
compensation to a witness contingent 
upon the content of the witness’ affi-
davit, testimony or the outcome of the 
case. But a practitioner may advance, 
guarantee, or acquiesce in the payment 
of: 

(1) Expenses reasonably incurred by a 
witness in attending, testifying, or 
making an affidavit. 

(2) Reasonable compensation to a 
witness for the witness’ loss of time in 
attending, testifying, or making an af-
fidavit. 

(3) A reasonable fee for the profes-
sional services of an expert witness. 

§ 10.93 Contact with officials. 

(a) A practitioner shall not give or 
lend anything of value to a judge, offi-
cial, or employee of a tribunal under 
circumstances which might give the 
appearance that the gift or loan is 
made to influence official action. 

(b) In an adversary proceeding, in-
cluding any inter partes proceeding be-
fore the Office, a practitioner shall not 
communicate, or cause another to com-
municate, as to the merits of the cause 
with a judge, official, or Office em-
ployee before whom the proceeding is 
pending, except: 

(1) In the course of official pro-
ceedings in the cause. 

(2) In writing if the practitioner 
promptly delivers a copy of the writing 
to opposing counsel or to the adverse 
party if the adverse party is not rep-
resented by a practitioner. 

(3) Orally upon adequate notice to op-
posing counsel or to the adverse party 
if the adverse party is not represented 
by a practitioner. 

(4) As otherwise authorized by law. 

§§ 10.94–10.99 [Reserved] 

§ 10.100 Canon 8. 
A practitioner should assist in im-

proving the legal system. 

§ 10.101 Action as a public official. 
(a) A practitioner who holds public 

office shall not: 
(1) Use the practitioner’s public posi-

tion to obtain, or attempt to obtain, a 
special advantage in legislative mat-
ters for the practitioner or for a client 
under circumstances where the practi-
tioner knows or it is obvious that such 
action is not in the public interest. 

(2) Use the practitioner’s public posi-
tion to influence, or attempt to influ-
ence, a tribunal to act in favor of the 
practitioner or of a client. 

(3) Accept any thing of value from 
any person when the practitioner 
knows or it is obvious that the offer is 
for the purpose of influencing the prac-
titioner’s action as a public official. 

(b) A practitioner who is an officer or 
employee of the United States shall 
not practice before the Office in patent 
cases except as provided in § 10.10(c) 
and (d). 

[50 FR 5172, Feb. 6, 1985, as amended at 54 FR 
6520, Feb. 13, 1989] 

§ 10.102 Statements concerning offi-
cials. 

(a) A practitioner shall not know-
ingly make false statements of fact 
concerning the qualifications of a can-
didate for election or appointment to a 
judicial office or to a position in the 
Office. 

(b) A practitioner shall not know-
ingly make false accusations against a 
judge, other adjudicatory officer, or 
employee of the Office. 

§ 10.103 Practitioner candidate for ju-
dicial office. 

A practitioner who is a candidate for 
judicial office shall comply with appli-
cable provisions of law. 

§§ 10.104–10.109 [Reserved] 

§ 10.110 Canon 9. 
A practitioner should avoid even the 

appearance of professional impro-
priety. 
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§ 10.111 Avoiding even the appearance 
of impropriety. 

(a) A practitioner shall not accept 
private employment in a matter upon 
the merits of which he or she has acted 
in a judicial capacity. 

(b) A practitioner shall not accept 
private employment in a matter in 
which he or she had personal responsi-
bility while a public employee. 

(c) A practitioner shall not state or 
imply that the practitioner is able to 
influence improperly or upon irrele-
vant grounds any tribunal, legislative 
body, or public official. 

§ 10.112 Preserving identity of funds 
and property of client. 

(a) All funds of clients paid to a prac-
titioner or a practitioner’s firm, other 
than advances for costs and expenses, 
shall be deposited in one or more iden-
tifiable bank accounts maintained in 
the United States or, in the case of a 
practitioner having an office in a for-
eign country or registered under 
§ 11.6(c), in the United States or the for-
eign country. 

(b) No funds belonging to the practi-
tioner or the practitioner’s firm shall 
be deposited in the bank accounts re-
quired by paragraph (a) of this section 
except as follows: 

(1) Funds reasonably sufficient to pay 
bank charges may be deposited therein. 

(2) Funds belonging in part to a cli-
ent and in part presently or potentially 
to the practitioner or the practi-
tioner’s firm must be deposited there-
in, but the portion belonging to the 
practitioner or the practitioner’s firm 
may be withdrawn when due unless the 
right of the practitioner or the practi-
tioner’s firm to receive it is disputed 
by the client, in which event the dis-
puted portion shall not be withdrawn 
until the dispute is finally resolved. 

(c) A practitioner shall: 
(1) Promptly notify a client of the re-

ceipt of the client’s funds, securities, 
or other properties. 

(2) Identify and label securities and 
properties of a client promptly upon re-
ceipt and place them in a safe deposit 
box or other place of safekeeping as 
soon as practicable. 

(3) Maintain complete records of all 
funds, securities, and other properties 
of a client coming into the possession 

of the practitioner and render appro-
priate accounts to the client regarding 
the funds, securities, or other prop-
erties. 

(4) Promptly pay or deliver to the cli-
ent as requested by a client the funds, 
securities, or other properties in the 
possession of the practitioner which 
the client is entitled to receive. 

(Approved by the Office of Management and 
Budget under control number 0651–0017) 

[50 FR 5172, Feb. 6, 1985, as amended at 70 FR 
56129, Sept. 26, 2005] 

§§ 10.113–10.170 [Reserved] 

PART 11—REPRESENTATION OF 
OTHERS BEFORE THE UNITED 
STATES PATENT AND TRADEMARK 
OFFICE 

Subpart A—General Provisions 

GENERAL INFORMATION 

Sec. 
11.1 Definitions. 
11.2 Director of the Office of Enrollment 

and Discipline. 
11.3 Suspension of rules. 

Subpart B—Recognition To Practice Before 
the USPTO 

PATENTS, TRADEMARKS, AND OTHER NON- 
PATENT LAW 

11.4 [Reserved] 
11.5 Register of attorneys and agents in pat-

ent matters; practice before the Office. 
11.6 Registration of attorneys and agents. 
11.7 Requirements for registration. 
11.8 Oath and registration fee. 
11.9 Limited recognition in patent matters. 
11.10 Restrictions on practice in patent 

matters. 
11.11 Administrative suspension, inactiva-

tion, resignation, and readmission. 
11.12–11.13 [Reserved] 
11.14 Individuals who may practice before 

the Office in trademark and other non- 
patent matters. 

11.15 Refusal to recognize a practitioner. 
11.16–11.17 [Reserved] 
11.18 Signature and certificate for cor-

respondence filed in the Office. 

Subpart C—Investigations and Disciplinary 
Proceedings; Jurisdiction, Sanctions, 
Investigations, and Proceedings 

11.19 Disciplinary jurisdiction; Jurisdiction 
to transfer to disability inactive status. 

11.20 Disciplinary sanctions; Transfer to 
disability inactive status. 
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